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REMARKS 

This responds to the Office Action mailed on March 31, 2004. 

Claims 1, 6, 7, 13, 18, 21, and 27 are amended, no claims are canceled, and no claims are 
added; as a result, claims 1-30 are now pending in this apphcation. 



About the Claim Amendments 
Applicant has amended independent claims 1, 13, 18 and 27 to further clarify the 
mvention. Support for these amendments can be found in the Instant Application at Page 3 
Unes 21-24; Page 4, Lines 18-19; and Page 10, Lines 2-4. Claims 6, 7, and 2. each depend 
dtrecUy or indirecUy, on one of dependent claims 1 or .8. Applicant has amended dependent 
claims 6, 7, and 21 to be consistent with the amendments made to independent claims 1 and 18. 

§7 02 Reier.t ion of thp C.lmr^^ 
Claims 1, 2, 5-8, 10, 11, 13-19, 21, 22, 24, 25, 27, 28, and 30 were rejected under 35 
use § 102(b) as being anticipated by Wang e, al. (U.S. Patent 5,832,296; hereinafter refetred to 

as Wang). 

Anticipation requires the disclosure in a single pdor art reference of each element of the 
clatm under consideration. A r.ft7fo„ 919F.2d 688. 16USPQ 2d 1897, 1908 (Fed Cir 1990) 
(en banc), cert, denied, 500 U.S. 904 (1991). It is not enough, however, that flte prior ^ 
reference discloses all the claimed elements in isolation. Rather, "[ajnticipation requires the 
presence m a single prior reference disclosure of each and every element of the claimed 
mvenfon, arranged as in ,He Cain." Linden,ann McohinenfaM GmbH v. Amencan Hois, & 

Dernck Co., 730 F.2d 1452, 221 USPQ 481, 485 (Fed. Cir. 1984) (citing Connell.. Sear. 

Roebuck & Co., 722 F.2d 1542, 220 USPQ 193 (Fed. Cir. .983)) (emphasis added) 

Apphcant respectfully submits that Wang does not teach each and every element of the 

amended claims. 

Applicant has amended independent claim 1 to recite "Vherein eachomeBte^^^ 
Mm can be activated for positioning the pointer on the display screen." (Emphasis added ) 
Apphcant can find no passage in Wang that teaches or suggests this feahrre. Although Wang 
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positioning the pointer on the display screen." (Emphasis added.) 

Applicant has similarly amended independent claims 13, 18 and 27 
Claims2,5-8, 10, 11, 14-17, 19, 21, 22, 24, 25, 28, and 30 each depend, directly or 

indirectly, on one of amended independent claims 1, 13, 18, or 27. As such. Applicant 

re„ 

5-8, 10, 11, 13-19, 21, 22, 24, 25, 27, 28, and 30. 

§7 03 Reiertinr, pfthp. rinin,^ 

Claims 3, 4, and 20 were rejected under 3S T TSr s i nQ/-„\ u • 
w . ""^^'^'^^^^^-S 103(a) as being unpatentable over 

W»g e, al. .„ v.ew of Eng e, a,. (U.S. Pa,e„, 5.638.092; he^inafter refe.ed ,„ as E„g) 

prima face case of obviousness regarding claims 3, 4. and 20. 

The Examiner has the burden under ISTTSr/^im* .u,-, 

^ ^-S C. § 103 to establish a^^nVwa facie case of 

re.., 337 P.2d ,07,, .07, 5 USPQ2d ,59, ,59S (Ped. Ci. ,9SS,. To do 
ma. ft Exannne, „„s. show U,a, some objecivc .caching in .he prior ar. or some knowledge 

Senera,,,ava.,aMe.ooneofordi„arys.i,li„,hear. would leadanindividuaLocombinct 

relevant teaching of the references. Id. 

The Fine court stated that: 

some on sup'Zr, Ih """T ™«o"^bscn. 

F.2d at ,577, 22, ui^rgirAn^r . !f '™ " ""^^ foV- Sys., 732 

.^...here.ssomesuiroLf^lrir^'TS^^^^^^^^ 
The M.P.E.P. adopls Bus line of reasoning, ste.ing tta. 

?asfcS5;t?bTr r.'thte m^r^""^ °f 

ei.hcrin dereferences tomS^^or inftlJ^T?"^"'''™ ^'^tion. 

Of or^nar, s«„ in fte ar, -o^nl^dl^Tettr ^^^^^^ '» - 
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teachings Second, there must be a reasonable expectation of success. Finally 

the l?ZT f 7""' '^'"''^"^d) te^ch or suggest all 

the claim hmitai^ions. The teaching or suggestion to make the claimed 

combination and the reasonable expectation of success must both be found in the 
prior art, and not based on applicant's disclosure. M.P.E.P. § 2142 fcitins/n 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed.Cir. 1991)). ^ 

Dependent claims 3, 4, and 20 include all the features of the claims from which they 
depend. Therefore, each of the rejected dependent claims includes a feature similar to "wherein 
each of the plurality of sensors can be activated for positioning the pointer on the display 
screen." As noted above, in the discussion of amended independent claim 1, Wang does not 
teach this feature. In order for the combination of Wang and Eng to teach the cited feature Eng 
must teach what Wang is missing. However, Applicant can find no passage in Eng that teaches 
or suggests the claimed "wherein each of the plurality of sensors can be activated for positioning 
the pointer on the display screen." As such. Applicant respectfiilly submits that the combination 
of Wang and Eng does not teach each and every element of dependent claims 3, 4, and 20. 

Claims 9, 12, 23, 26, and 29 were rejected under 35 USC § 103(a) as being unpatentable 
over Wang et al. in view of Russell (U.S. Patent 5,481,265; hereinafter referred to as Russell) 
Applicant respectfiilly traverses this rejection because the Office Action has not established a 
prima facie case of obviousness regarding claims 9, 12, 23, 26, and 29. 

Dependent claims 9, 12, 23, 26, and 29 include all fte features of the claims from which 
they depend. Therefore, each of the rejected dependent claims includes a feature similar to 
"wherem each of the plurality of sensors can be activated for positioning the pointer on the 
display screen." As noted above in the discussion of amended independent claim 1, Wang does 
not teach this feature. In order for the combination of Wang and Russell to teach the cited 
feature, Russell must teach what Wang is missing. However. Applicant can find no passage in 
Russell that teaches or suggests the claimed features noted above. As such. Applicant 
respectfiilly submits that the combination of Wang and Russell does not teach each and every 
element of dependent claims 9, 12, 23, 26, and 29. 



AMENDMENT AND RESPONSE UNDER 37 CFRS 1 Ul 

Senal Number: 09/722996 ® p 

Filing Date: November 27, 2000 Dkt: 884.334US1 riNTEI ^ 

Title: RING POINTING DEVICE ^ 
Assignee: Intel Corporatinn 



Conclusion 

Basedo„,hef„r.gotag,Applica„.respec*Ilyre,ue.tefta.fterejec,io„sbewifl,dravv„ 
Apphcan, r„y sutai. a,a. .he claims are i„ condmon for allowance and noMcaHon .0 ' 

(612) 371-2169 to facilitate prosecution of this application 
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